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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of claims 1-7 in the reply filed on March 06, 2009 is 
acknowledged. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by Van Ert et al 
(6,338,618). 

Van Ert et al teach an apparatus for molding articles, comprising a mold having a pair of 
mold halves (20, 22), a magnet (58) creating a magnetic field on the mold halves, and a 
controller (25) for adjusting heat output from the heaters (27). 

In regard to claim 2, wherein the controller (25) is connected to the heaters (27) for 
controlling the heating of the molding material within the mold halves (20, 22). 

In regard to claim 3, wherein the heating fluid is blown/pumped into the mold (119, col. 
8, lines 48-51). 

4. Claims 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Nishizawa et al 
(6,302,669). 

Nishizawa et al teach an apparatus for producing a solid magnet roller, comprising a die 
(1,2) for compression-molding a molding slurry, wherein the slurry is injected into the die, a 
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magnetic field generating source (6) for applying a magnetic field to the slurry within the die in a 
given direction, and a temperature control unit for controlling the temperature of the die (col. 8, 
lines 49-56). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Murata et al 
(7367,791) or over Murata et al ('791) in view of Nishizawa et al (6,302,669). 

Murata et al disclose an apparatus for forming an annular magnet from rare earth iron, 
comprising a die (45), a magnetic field source (423), and a temperature control unit (46) for 
maintaining the temperature of the die. 

However, Murata fails to disclose that the material is injected into the mold cavity. 

Since this limitation is about the material being formed, it does not add to the structure of 
the molding apparatus; thus, it does not have patentability weight on an apparatus claim. 
"Expressions relating the apparatus to contents thereof during an intended operation are of no 
significance in determining patentability of the apparatus claim." Ex parte Thibault, 164 USPQ 
666, 667 (Bd. App. 1969). Furthermore, "[i]nclusion of material or article worked upon by a 
structure being claimed does not impart patentability to the claims." In re Young, 75 F.2d 996, 25 



Application/Control Number: 10/567,713 Page 4 

Art Unit: 1791 

USPQ 69 (CCPA 1935) (as restated in In re Otto, 312 F.2d 937, 136 USPQ 458, 459 (CCPA 
1963)). 

Alternatively, if the injection of the material is being given weight, one of ordinary 
skilled in the art would have been motivated to provide Murata with an injection means as taught 
by Nishizawa (as described above in paragraph 4) in order to introduce the material into the mold 
cavity. 

In regard to claims 2-5, Murata et al further discloses a plurality of heating means, such 
as fluid medium (37A; col. 34, lines 14-19), or an electric heater (46). It would have been 
obvious to one of ordinary skill in the art at the time the applicant's invention was made to 
modify Murata by regulating the temperature of the die at around 100-1 10C as taught by 
Nishizawa et al (col. 8, lines 49-53) because this temperature is proper for compressing ferrite 
material under a magnetic field. 

In regard to claims 6-7, Murata et al disclose a plurality of mold cavities (25, 37, 45) but 
fails to disclose delivery paths for injecting material into each die. Nishizawa et al disclose an 
injection nozzle (5) connected to a cavity for introducing molding material into the cavity. It 
would have been obvious to one of ordinary skill in the art at the time the applicant's invention 
was made to modify Murata by providing injecting nozzle connecting to the die cavities as 
taught by Nishizawa et al in order to provide additional molding material to each mold cavity. 

Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
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application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

8. Claims 1-7 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-13 and 15-18 of copending Application 
No. 1 1/534,27. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because they are entirely encompassed these claims. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to THU KHANH T. NGUYEN whose telephone number is (571) 
272-1 136. The examiner can normally be reached on 6:30am-4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yogendra Gupta can be reached on 571-272-13 16. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Y ogendra N Gupta/ 

Supervisory Patent Examiner, Art Unit 1791 
TN 



